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Applicant's Response 

In Applicant's Response dated 21 March 2005, Applicant amended Claims 1. 14 
and 15, added new Claims 23-36. and argued against all rejections previously set forth 
in the Office Action dated 19 November 2004. 

All rejections previously set forth are withdrawn. 



Claim Objections 

Claim 1 is objected to because of the following informalities: 

• the phrase "to be scanned" in Line 7 should be deleted because the document is 
reviewed after the document is scanned; and 

• the term "arei" in Line 8 should be amended to — were — because the 
"determining" takes place after the pages have been scanned. 

Claim 14 is objected to because of the following informalities: 

• the term "the" should be inserted between the terms "if and "pages" in Line 8 
because the "pages" were previously identified in the claim (see Line 6); and 

• the term "are" in Line 8 should be amended to — were — because the 
"determining" takes place after the pages have been scanned. 

Claim 15 is objected to because of the following informalities: 
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• the term "the" should be inserted between the ternns "wherein" and "determining" 
in Line 1 because the "detemnining" was previously identified in the claim (see 
Claim 14 Line 8). 



Claims 23 and 30 are objected to because of the following infonnalities: 

• the term "a" in Claim 23 Line 5 should be amended to — the — because the 
"selected characteristic" was previously identified in the claim (see Claim 23, Line 
3); Claim 30 has the same problem. 

Claims 28 and 35 are objected to because of the following infonnalities: 

• the term "a" in Claim 28, Line 5 should be amended to — the because the 
"selected margin characteristic" was previously identified in the claim (see Claim 
28, Line 3); and 

• the phrase "that that" in Claim 28, Line 6 should be amended to — that the — 
because it appears to be a typographic mistake; Claim 35 has the same 
mistakes. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement tfiereof, may obtain a patent ttierefor, subject to the 
conditions and requirements of this title. 

Claims 1, 3, 4, 6-16, 21 and 22 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
Claims 1, 3, 4, 6-13 and 21: 

Claim 1 recites a "document processing system" in the preamble. However, the 
only element recited in the body of the claim comprises a "scan review system" that, at 
a minimum, does not necessarily include hardware. In fact, the "scan review system" 
comprises only computer software. 

Thus, Claim 1 is directed to an arrangement of software and is not limited to a 
tangible embodiment. 

Applicant may obviate this rejection by reciting at least one piece of computer 
hardware in the "system" recited in Claim 1 . For example, Claim 1 may be amended to 
recite the "scanner" of Claim 2. 

Claims 14-16 and 22: 

The subject matter specified in Claims 14-1 6 and 22 is non-statutory and fails to 
recite patent-eligible subject matter in that the claims recite a "method" that is not in the 
useful or technological arts. That is, the claims do not recite a method that includes a 
step or act that produces a concrete, tangible and useful result. 

Additionally, the claimed invention is so abstract and sweeping that it covers the 
method as practiced by a human operator assisted only by pencil and paper. For 
example, a secretary may perfomi this method through mental processes performed 
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when reviewing paper documents. The claims do not include a particular machine or 
apparatus, and no machine-implemented steps are recited. Every step is capable of 
performance by the human mind. A method of this sort, traditionally called a "mental 
process," is not patentable subject matter. 

"Phenomena of nature, though just discovered, "mental processes," abstract 
intellectual concepts are not patentable as they are the basic tools of scientific and 
technological work." (emphasis added) Gottschalk v. Benson, 75 U.S.P.Q. 673, 675 
(U.S.S.C. 1972). See also. In re Prater and Wei, 159 U.S.P.Q. 583 (1968), rehearing 
U.S.P.Q. 571 (1969). 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 23-26 and 30-33 are rejected under 35 U.S.C. 102(e) as being 



anticipated by Sturgeon et al., U.S. Patent No. 6,466,336. 
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Claim 23: 

Sturgeon discloses a metliod for providing information corresponding to a 
scanned document, comprising: 

• enabling selection of a characteristic of a page of the document (see Figures 1-4; 
see Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - 
the document handling system discloses this limitation in that it permits the user 
to identify a page designation through a user interface); 

• scanning a page of the document (see Figure 1 ; see Column 1 , Lines 6-1 2 - the 
document handling system discloses this limitation, as clearly indicated in the 
cited figure and text); 

• reviewing the scanned page for a selected characteristic (see Figures 1-4; see 
Column 2, Lines 16-45; see Column 8, Line 15 through Column 9. Line 13 - the 
document handling system discloses this limitation in that it reviews the page for 
the page designation selected and entered by the user); and 

• based on the act of reviewing, detennining if the scanned page is properly 
aligned for scanning (see Figures 1-4; see Column 2, Lines 16-45; see Column 
8, Line 15 through Column 9, Line 13 - the document handling system discloses 
this limitation in that it identifies a misfed page based upon the page 
designation). 
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Claim 24: 

Sturgeon discloses the metfiod of Claim 23, further comprising repeating 
scanning, reviewing and determining for each page of the document (see Figures 1-4; 
see Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - the 
document handling system discloses this limitation in that it allows a user to individually 
feed the pages of a document into the scanner, thereby allowing the user to: 1 ) identify 
a page designation for each page through a user interface, 2) review the page for the 
page designation selected and entered by the user, and 3) identify a misfed page based 
upon the page designation). 

Claim 25: 

Sturgeon discloses the method of Claim 23, further comprising designating the 
scanned page for review if it is determined that the scanned page is not properly aligned 
for scanning (see Figures 1-4; see Column 2, Lines 16-45; see Column 8, Line 15 
through Column 9, Line 13 - the document handling system discloses this limitation in 
that it flags missing or misfed pages). 

Claim 26: 

Sturgeon discloses the method of Claim 23, wherein: 
• reviewing the scanned page for a selected characteristic comprises detemiining 
if the scanned page exhibits the selected characteristic (see Figures 1-4; see 
Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - the 
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document handling system discloses this limitation in that it determines whether 
the page includes the page designation selected by the user); and 
• detennining if the scanned page is properly aligned for scanning comprises 
detemnining that the scanned page is not properly aligned if it is determined that 
the scanned page does not exhibit the selected characteristic (see Figures 1-4; 
see Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - 
the document handling system discloses this limitation in that it flags the page if 
no page designation Is located). 

Claims 30-33: 

Claims 30-33 merely recite computer software for performing the method recited 
in Claims 23-26, respectively. Thus, Sturgeon discloses every limitation of Claims 30- 
33, as indicated in the above rejections for Claims 23-26. 



Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6-17. 19-22, 27-29 and 34-36 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Sturgeon, in view of Liu et al., U.S. Patent No. 6,735,335. 
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Claim 1: 

Sturgeon discloses a document processing system for providing infomriation 
corresponding to a scanned document (see Figures 1-4; see Column 1, Lines 6-12 - 
the document handling system discloses this limitation, as clearly indicated in the cited 
figures and text), said document processing system comprising: 

• a scan review system configured for receiving scan infonnation corresponding to 
a scanned document (see Figure 1 ), said scan review system being configured to 
enable selection of a registration characteristic of a page of a document to be 
scanned, review the document to be scanned relative to the selected registration 
characteristic, and, based on the review, determine if pages of the document are 
properly aligned for scanning such that, in response to identifying a page of the 
document as not being properly aligned for scanning, said scan review system 
designates the page for review (see Figures 1-4; see Column 2, Lines 16-45; see 
Column 8, Line 15 through Column 9, Line 13 - the document handling system 
discloses this limitation in that it pennits the user to identify page designations 
through a user interface, reviews the document for the page designations and 
identifies misfed pages based upon the page designations). 

Sturgeon fails to expressly disclose a registration characteristic, wherein the 
registration characteristic is at least one of top line, top margin, bottom line, bottom 
margin, left margin or right margin. 
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Liu teaches a document processing system for providing infomiation 
corresponding to a scanned document (see Column 1 , Line 66 through Column 2, Line 
30 - the document handling system discloses this limitation, as clearly indicated in the 
cited text), said document processing system comprising: 

• a scan review system configured for receiving scan Infomiation corresponding to 
' a scanned document (see Figure 2), said scan review system being configured to 
enable selection of a registration characteristic of a page of a document to be 
scanned and review the document to be scanned relative to the selected 
registration characteristic (see Column 3, Lines 27-34; see Column 7, Lines 12- 
31; see Column 8, Lines 37-49 - the document handling system discloses this 
limitation in that the layout attribute analyzer verifies the size of the margins on 
the scanned page), 

wherein the registration characteristic is at least one of top line, top margin, bottom line, 
bottom margin, left margin or right margin (see Column 3, Lines 27-34; see Column 7, 
Lines 12-31; see Column 8, Lines 37-49 -the document handling system discloses this 
limitation In that the layout attribute analyzer verifies the size of the margins on the 
scanned page), for the purpose of, in a batch scanning process, determining whether 
scanned pages belong to the same document (see Column 7, Lines 55-62). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the Invention was made to modify the system, disclosed in Sturgeon, to include 
a registration characteristic that is at least one of top line, top margin, bottom line. 
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bottom margin, left margin and right margin, for the purpose of, In a batch scanning 
process, determining whether scanned pages belong to the same document, as taught 
by Liu. 

Claim 2: 

Sturgeon discloses the document processing system of Claim 1, further 
comprising: 

• a scanner communicatively coupled to said scan review system, said scanner 
being configured to receive the document to be scanned and convert printed 
information of each page of the document into scan infomnatlon, the scan 
information being provided In an electi-onic format to said scan review system 
(see Figure 1 ; see Column 3, Lines 21-27 - the document handling system 
discloses this limitation, as clearly indicated in the cited figure and text). 

Claim 3: 

Sturgeon discloses the document processing system of Claim 1, wherein said 
scan review system is configured to provide a graphical user interface, said graphical 
user interface being configured to enable selection of the registration characteristic (see 
Figure 1; see Column 3, Lines 21-27; see Column 3, Lines 50-56; see Column 4, Lines 
62-67 - the document handling system discloses this limitation iri that It includes a 
scanner with a user interface for inputting instructions for performing the batch scanning 
job; also, the computer system includes a monitor, keyboard and mouse for "receiving 
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data representative of both operational instructions or parameters," as expressly 
disclosed In Sturgeon; this disclosure implies that the document handling system 
includes a "graphical user interface"). 

Claim 4: 

Sturgeon discloses the document processing system of Claim 1 , wherein said 
scan review system comprises means for enabling selection of the registration 
characteristic (as indicated in the above rejections for Claims 1 and 3, the document 
handling system discloses this limitation). 

Claim 6: 

Sturgeon discloses the document processing system of Claim 3, wherein said 
scan review system is configured to detennine a page number of each page of a 
document to be scanned and to designate scan information corresponding to pages of 
the document that are not scanned in page order (see Column 8, Line 15 through 
Column 9, Line 35 - the document handling system discloses this limitation in that it 
locates the page number for each page and employs optical character recognition to 
flag missing or misfed pages). 

Claim 7: 

Sturgeon discloses the document processing system of Claim 3, wherein said 
scan review system comprises: 
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• means for detennining a page number of each page of a document to be 
scanned: and 

• means for designating scan information corresponding to pages of the document 
that are not scanned in page order (as indicated in the above rejection for Claim 
6, the document handling system discloses these limitations). 

Claim 8: 

Sturgeon discloses the document processing system of Claim 3, wherein said 
scan review system is configured to generate two files associated with each page of a 
document to be scanned, a first of said files containing page content information and a 
second of the tiles containing page number information, said scan review system being 
further configured to utilize the page number information to arrange the page content 
information in page number order (as indicated in the above rejection for Claim 6, the 
document handling system discloses optical character recognition to identify a page 
number; also, the document handling system discloses a "first file containing page 
content information" in that it includes the scanned digital image of the page and a 
"second file containing number information" in that it includes a text file created through 
optical character recognition; finally, see Column 9, Lines 14-35 - the document 
handling system collates the scanned pages, as clearly indicated in the cited text). 
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Claim 9: 

Sturgeon discloses the document processing system of Claim 3, wherein said 
scan review system is embodied on a computer readable medium (see Column 3, Lines 
21-45; see Column 4, Lines 53-67 - the document handling system discloses this 
limitation, as clearly indicated in the cited text). 

Claim 10: 

Sturgeon discloses the document processing system of Claim 3, wherein said 
graphical user interface provides a page viewing window configured to display therein 
scan information corresponding to a page of the document to be scanned (see Column 
9, Lines 36-49 - the document handling system discloses this limitation in that it allows 
the user to view the scanned document). 

Claim 11: 

Sturgeon discloses the document processing system of Claim 9, wherein said 
scan review system comprises logic configured to designate pages of the document that 
were not scanned in page order (as indicated in the above rejection for Claim 6, the 
document handling system discloses this limitation). 

Claim 12: 

Sturgeon discloses the document processing system of Claim 10, wherein said 
graphical user interface is configured to provide an operator with information indicating 
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the pages of the document that were not scanned in page order (as indicated in the 
above rejection for Claim 6, the document handling system discloses this limitation). 

Claim 13: 

Sturgeon discloses the document processing system of Claim 10, wherein said 
graphical user interface provides a page number field, said page number field being 
moveable by an operator about said page viewing window such that a location 
corresponding to a page number of a page to be scanned may be designated, and 
wherein said scan review system is configured to process scan information located in a 
vicinity of said page number field to detemriine the page number of the page (see 
Column 6, Line 54 through Column 7, Line 30; see Column 8, Lines 15-24 - the 
document handling system discloses this limitation in that it allows the user to input 
possible locations of page numbers and locates the page numbers through optical 
character recognition). 

Claim 21: 

Sturgeon fails to expressly disclose a graphical user interface that is configured 
to enable an operator to position the registration characteristic selected such that the 
scan review system compares a position of a document for scanning relative to the 
position of the registration characteristic selected. 
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Liu teaches a grapliical user Interface that is configured to enable an operator to 
position the registration characteristic selected such that the scan review system 
compares a position of a document for scanning relative to the position of the 
registration characteristic selected (see Column 5, Lines 7-45 - the document handling 
system discloses this limitation in that it allows the user to define a threshold value for a 
particular attribute; during the analysis of the scanned documents, the selected attribute 
for each scanned document will be compared to the threshold value; in this way, the 
operator "positions the registration characteristic" so that the scanned document Is 
compared to the set position), for the purpose of, in a batch scanning process, 
detemriining whether scanned pages belong to the same document (see Column 7, 
Lines 55-62). 

Accordingly, It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed in Sturgeon, to include 
a graphical user Interface that is configured to enable an operator to position the 
registration characteristic selected such that the scan review system compares a 
position of a document for scanning relative to the position of the registration 
characteristic selected, for the purpose of, in a batch scanning process, detemriining 
whether scanned pages belong to the same document, as taught by Liu. 
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Claim 14: 

Sturgeon discloses a method for providing information corresponding to a 
scanned document (as indicated in the above rejection for Claim 1 , the document 
handling system discloses this limitation), comprising: 

• enabling selection of a registration characteristic of a page of the document (as 
indicated in the above rejection for Claim 1, the document handling system 
discloses this limitation); 

• reviewing pages of the document relative to the selected registration 
characteristic (as indicated in the above rejection for Claim 1, the document 
handling system discloses this limitation); 

• based on the act of reviewing, determining if pages of the document are properly 
aligned for scanning (as indicated in the above rejection for Claim 1, the 
document handling system discloses this limitation); and 

• enabling receipt of scan infomnation corresponding to the pages of the document 
(as indicated in the above rejection for Claim 2, the document handling system 
discloses this limitation). 

Sturgeon fails to expressly disclose a registration characteristic, wherein the 
registration characteristic is at least one of top line, top margin, bottom line, bottom 
margin, left margin and right margin. 
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Liu teacties a document processing method for providing information 
corresponding to a scanned document (see Column 1 , Line 66 through Column 2, Line 
30 - the document handling system discloses this limitation, as clearly indicated in the 
cited text), said method comprising: 

• enabling selection of a registration characteristic of a page of a document (see 
Column 3, Lines 27-34; see Column 7, Lines 12-31 ; see Column 8, Lines 37-49 - 
the document handling system discloses this limitation in that the layout attribute 
analyzer verifies the size of the margins on the scanned page), 
wherein the registration characteristic is at least one of top line, top margin, bottom line, 
bottom margin, left margin and right margin (see Column 3, Lines 27-34; see Column 7, 
Lines 12-31 ; see Column 8, Lines 37-49 - the document handling system discloses this 
limitation in that the layout attribute analyzer verifies the size of the margins on the 
scanned page), for the purpose of, in a batch scanning process, determining whether 
scanned pages belong to the same document (see Column 7, Lines 55-62). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in Sturgeon, to include 
a registration characteristic that is at least one of top line, top margin, bottom line, 
bottom margin, left margin and right margin, for the purpose of, in a batch scanning 
process, determining whether scanned pages belong to the same document, as taught 
by Liu. 
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Claim 15: 

Sturgeon discloses the method of Claim 14, wherein determining comprises 
identifying pages not property exhibiting the selected registration characteristic (as 
indicated in the above rejection for Claim 1 , the document handling system discloses 
this limitation). 

Claim 16: 

Sturgeon discloses the method of Claim 14, further comprising: 

• determining whether a current page of the document to be scanned corresponds 
to an expected page number; and 

• if the current page number does not correspond to the expected page number, 
designating the current page for review (as indicated in the above rejection for 
Claim 6, the document handling system discloses these limitations). 

Claim 17: 

Sturgeon discloses the method of Claim 14, further comprising preparing an e-file 
con-esponding to the document to be scanned (see Column 4, Lines 41-52 - the 
document handling system discloses this limitation in that it stores the scanned 
documents in an archive). 
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Claim 19: 

Sturgeon discloses the method of Claim 17, wherein preparing an e-file 
comprises the steps of: 

• generating, for each page scanned, a first file containing page content 
information; 

• generating, for each page scanned, a second file containing page number 
information, each second file being associated with a respective first file; and 

• utilizing the second files so as to arrange the page content information of the first 
files in page number order (as indicated in the above rejection for Claim 8, the 
document handling system discloses these limitations). 

Claim 20: 

Sturgeon discloses the method of Claim 19, further comprising: 

• identifying pages missing from the e-file (see Column 2, Lines 23-28 - the 
document handling system discloses this limitation in that it flags missing pages 
in a batch job); 

• scanning the missing pages (see Column 2, Lines 28-29 - the document 
handling system discloses this limitation in that the user rescans any missing 
pages); and 

• providing page content information associated with the missing pages to the e- 
file such that the page content information is arranged in page number order (see 
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Column 2, Lines 30-32 - the document handling system discloses this limitation 
in that it automatically places all scanned pages in the proper order). 

Claim 22: 

Sturgeon fails to expressly disclose enabling an operator to position the 
registration characteristic selected such that a position of a document for scanning can 
be compared to the position of the registration characteristic selected. 

Liu teaches enabling an operator to position the registration characteristic 
selected such that a position of a document for scanning can be compared to the 
position of the registration characteristic selected (see Column 5, Lines 7-45 - the 
document handling system discloses this limitation in that it allows the user to define a 
threshold value for a particular attribute; during the analysis of the scanned documents, 
the selected attribute for each scanned document will be compared to the threshold 
value; in this way, the operator "positions the registration characteristic" so that the 
scanned document is compared to the set position), for the purpose of, In a batch 
scanning process, determining whether scanned pages belong to the same document 
(see Column 7, Lines 55-62). 

Accordingly, it would have been obvious to one having ordinary skill In the art at 
the time the invention was made to modify the method, disclosed In Sturgeon, to Include 
enabling an operator to position the registration characteristic selected such that a 
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position of a document for scanning can be compared to the position of the registration 
characteristic selected, for the purpose of, in a batch scanning process, detemnining 
whether scanned pages belong to the same document, as taught by Liu. 
Claim 27: 

As indicated in the above rejection, Sturgeon discloses every limitation of Claim 

23. 

Sturgeon fails to expressly disclose enabling selection of one or more of a 
position of a top line or a bottom line of the page, or a size of a top margin, bottom 
margin, left margin or right margin of the page. 

Liu teaches a method for providing information corresponding to a scanned 
document (see Column 1 , Line 66 through Column 2, Line 30 - the document handling 
system discloses this limitation, as clearly indicated in the cited text), comprising: 
• enabling selection of one or more of a position of a top line or a bottom line of a 
page, or a size of a top margin, bottom margin, left margin or right margin of a 
page (see Column 3, Lines 27-34; see Column 7, Lines 12-31; see Column 8, 
Lines 37-49 - the document handling system discloses this limitation in that the 
layout attribute analyzer verifies the size of the margins on the scanned page), 
for the purpose of, in a batch scanning process, determining whether scanned pages 
belong to the same document (see Column 7, Lines 55-62). 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in Sturgeon, to include 
enabling selection of one or more of a position of a top line or a bottom line of the page, 
or a size of a top margin, bottom margin, left margin or right margin of the page, for the 
purpose of, in a batch scanning process, determining whether scanned pages belong to 
the same document, as taught by Liu. 

Claim 28: 

Sturgeon discloses a method for providing information corresponding to a 
scanned document, comprising: 

• enabling selection of a characteristic of a page of the document (see Figures 1 -4; 
see Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - 
the document handling system discloses this limitation in that it permits the user 
to identify a page designation through a user interface); 

• scanning a page of the document (see Figure 1 ; see Column 1 , Lines 6-1 2 - the 
document handling system discloses this limitation, as clearly indicated in the 
cited figure and text); 

• reviewing the scanned page for a selected characteristic (see Figures 1-4; see 
Column 2, Lines 16-45; see Column 8, Line 15 through Column 9, Line 13 - the 
document handling system discloses this limitation in that it reviews the page for 
the page designation selected and entered by the user); and 



Application/Control Number: 09/816,816 Page 24 

Art Unit: 2179 

• based on the act of reviewing, determining if the scanned page is properly 
aligned for scanning (see Figures 1-4; see Column 2, Lines 16-45; see Column 
8, Line 15 through Column 9, Line 13 - the document handling system discloses 
this limitation in that it identifies a misfed page based upon the page 
designation). 

Sturgeon fails to expressly disclose a margin characteristic. 

Liu teaches a method for providing infomation corresponding to a scanned 
document (see Column 1 , Line 66 through Column 2, Line 30 - the document handling 
system discloses this limitation, as clearly indicated in the cited text), comprising: 

• determining a margin characteristic of a page of the document (see Column 1 , 
Line 66 through Column 2, Line 30; see Column 3,' Lines 27-34; see Column 4, 
Line 48 through Column 6, Line 35; see Column 7, Lines 12-31; see Column 8, 
Lines 37-49 - the document handling system discloses this limitation in that it 
detemnines a margin attribute of a scanned page); 

• scanning a page of the document (see Figure 2 - the document handling system 
discloses this limitation, as clearly indicated in the cited figure); 

• reviewing scanned pages for the margin characteristic (see Column 1 , Line 66 
through Column 2, Line 30; see Column 3, Lines 27-34; see Column 4, Line 48 
through Column 6, Line 35; see Column 7, Lines 12-31; see Column 8, Lines 37- 
49 - the document handling system discloses this limitation in that it reviews 
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scanned pages and compares the margin attributes of the scanned pages to 
previous scanned pages); and 
• determining that the scanned page is not properly aligned if the scanned page 
does not exhibit the margin characteristic (see Column 1 , Line 66 through 
Column 2, Line 30; see Column 3, Lines 27-34; see Column 4, Line 48 through 
Column 6, Line 35; see Column 7, Lines 12-31; see Column 8, Lines 37-49 - the 
document handling system discloses this limitation in that it inserts page breaks 
where the margin attributes of succeeding pages do not compare favorably), 

for the purpose of, in a batch scanning process, determining whether scanned pages 

belong to the same document (see Column 7, Lines 55-62). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in Sturgeon, to include 
a margin characteristic, for the purpose of, in a batch scanning process, determining 
whether scanned pages belong to the same document, as taught by Liu. 

Claim 29: 

As indicated in the above rejection for Claim 24, Sturgeon discloses every 
limitation of this claim. 
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Claims 34-36: 

Claims 34-36 merely recite computer software for performing the method recited 
in Claims 27-29, respectively. Thus, Sturgeon, in view of Liu, discloses/teaches every 
limitation of Claims 34-36, as indicated in the above rejections for Claims 27-29. 



Response to Arguments 

Applicant's arguments filed 21 March 2005 have been fully considered but they 
are not persuasive. 

Arguments for Claims 1, 14, 23, 28, 30 and 35: 

Applicant argues that neither Sturgeon nor Liu teach or suggest detemnining if a 
scanned page is properly aligned for scanning because: 1) Sturgeon's use of page 
designations to determine inconsistencies in the orientation of pages in a scanned 
document is irrelevant to the alignment of a page in the scanner; and 2) Liu's use of 
layout attributes to determine whether scanned pages belong to the same document is 
also in-elevant to the alignment of a page in the scanner. See Applicant's Response - 
Page 15, fourth paragraph. 

The examiner disagrees. 

The examiner first notes that the phrase "[determining] if pages of the document 
are properly aligned for scanning" (see Claim 1 , Lines 8-9) does not accurately describe 
the invention. The "properly-aligned" detemriination for the page is performed afferthe 
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page is scanned by the scanner. Applicant's invention comprises software that 
performs every step of the claimed method. The software operates on the electronic 
data of each page after the page is scanned. That is, the software does not "look" at 
the hardcopy document that is to be scanned and evaluate whether the pages of that 
document are "properly aligned for scanning." If Applicant disagrees with the 
examiner's position, then the examiner asks Applicant to explain how the software 
evaluates the hardcopy document. 

Secondly, the relevant claim language reads "detemnining if pages of the 
[scanned] document are properly aligned for scanning" (see Claim 14, Lines 8-9). The 
language used in the recitation - "properly aligned for scanning" - is extremely broad. 
Such language reads on evaluating the margins of scanned documents, and this is 
taught in Liu, as indicated in the above rejections. Sturgeon also discloses this 
limitation in that it determines whether there are any missing pages from the scanned 
document or whether any scanned pages were misfed, as indicated in the above 
rejections. 

Thus, both Sturgeon and Liu disclose/teach "detemnining if pages of the 
[scanned] document are properly aligned for scanning." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is (571) 272- 
4137. The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 
PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Herndon, can be reached at (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 ) 272- 
2100. 



WDH 

May 9, 2005 




DOUG HUTTON 
PATENT EXAMINER 
TECH CENTER 2100 



